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Response to Office Action of October 26, 2004 

Under 37 C.F.R. §1.1 31 (a), an applicant may submit an appropriate oath or 
declaration to establish invention of the subject matter of the rejected claim prior to the 
effective date of the reference or activity on which the rejection is based. Under 37 
C.F.R. §1. 131(b), "[t]he showing of facts shall be such, in character and weight, as to 
establish reduction to practice prior to the effective date of the reference, or conception 
of the invention prior to the effective date of the reference coupled with due diligence 
from prior to said date to a subsequent reduction to practice or to the filing of the 
application. Original exhibits of drawings or records, or photocopies thereof, must 
accompany and form part of the affidavit or declaration or their absence satisfactorily 
explained." (emphasis added). Therefore, Applicants must prove either: 

1) reduction to practice prior to the effective date of the reference, which is 
September 10, 1999 or 

2) conception of the invention prior to September 10, 1999, coupled with due 
diligence from prior to September 10, 1999 to a subsequent reduction to practice. 

Applicants are submitting evidence of reduction to practice prior to September 
10, 1999 and thus, need not show such diligence. 

In the Office Action, the Examiner stated that because the prior Response was 
silent with regard to the Examiner's rejections, that the Examiner assumed that 
Applicant has acquiesced to the Examiner's position regarding the prior art. Applicants 
wish to make it clear that they do not waive the right to argue against the rejections, but 
maintain that the cited references are not proper prior art under 35 U.S.C. §102. 
Therefore, Applicants respectfully submit that it is not necessary to address the 
substance of the rejections at this stage and Applicants do not acquiesce to the 
Examiner's position. 

The effective date for Gura is the filing date of Gura which is September 10, 
1999. As explained in the prior Response to Office Action, the effective date of Bennett 
under 37 C.F.R. § 1.131 and 35 U.S.C. § 102(e) is its international publication date of 
June 8, 2000. 

In the present Office Action and during the interview courteously granted by the 
Examiner on February 7, 2005, the Examiner requested additional evidence such as 
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evidence in the form of software code in readable form. As stated above, the Patent 
Offices acknowledged that the original Affidavit of Mr. Baerlocher, filed on July 22, 2004, 
establishes that the claimed invention was conceived at least as early as June 1, 1999. 

An Affidavit of Richard W. Poole, under 35 U.S.C. § 1.131, is hereby submitted. 
Richard Poole is one of the named inventors in the present application. Exhibit A of the 
Affidavit is a printout of a portion of programming code for the commercial embodiment 
of the claimed invention. The printout of the code includes a remarks section and lines 
of code. Specifically, the programming code includes a programming module 
executable by a processor of a gaming machine wherein upon the occurrence of a 
triggering event, the module causes the processor to initiate an exhibition displayed in 
conjunction with the reels displayed by the display device. The module directs the 
processor to display the exhibition at positions on the display device of at least two of 
the adjacent symbols on at least one of the reels and to notify the player that they have 
achieved an outcome in the game. The Affidavit proves that the commercial 
embodiment of the claimed invention was reduced to practice at least as early as June 
17, 1999. 

Accordingly, the above documents provide evidence that the claimed invention 
was conceived and reduced to practice before the effective dates of both Bennett and 
Gura as explained in and for the reasons set forth in the Affidavit. For at least these 
reasons, Applicants respectfully submit that Bennett and Gura are not prior art of the 
present invention under 35 U.S.C. § 102(e) or §1 03(a) and Claims 1 to 24 are in 
condition for allowance. 

An earnest endeavor has been made to place this application in condition for 
formal allowance and in the absence of more pertinent art such action is courteously 
solicited. If the Examiner has any questions regarding this Response, Applicants 
respectfully request that the Examiner contact the undersigned. 
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Respectfully submitted, 



BELL, BOYD & LLOYD LLC 




Adam H. Masia 
Reg. No. 35,602 
P.O. Box 1135 



Chicago, Illinois 60690-1 135 
Phone: (312) 807-4284 

Dated: February 28. 2005 



4 



